
 
 

Frequently Asked Questions on Trademarks in India 
  
What is a Trademark.  
A. A ‘Mark` may consist of a word or invented word, signature, device, letter, numeral, brand, 
heading, label, name written in a particular style, the shape of goods other than those for 
which a mark is proposed to be used, or any combination thereof or a combination of colors 
and so forth. Subject to certain conditions, a trademark may also be symbolized by the name of 
a person, living or dead. Under the new law, service marks can be registered as well as 
trademarks. 
For the purpose of registration, a mark chosen should be capable of distinguishing goods or 
services of one person from those of the others. Further it should not be deceptively similar to 
an existing mark of another person and not the one expressly prohibited under the Act.  
The marks devoid of any distinctive character, or which are only indicative of the kind, quality, 
quantity, purpose, value or geographical origin of the goods, or which are marks already in 
vogue in the trade due to their customary use may not be registered. But these 
disqualifications do not apply to marks, which have already acquired distinction due to their 
popularity and consistent use. Internationally acclaimed brand names are freely available for 
use in India. 
 
What is the business function of a Trademark 
A . Under modern business condition a trade mark performs four functions: 
It identifies the goods / or services and its origin.  
It guarantees its unchanged quality  
It advertises the goods/services  
It creates an image for the goods/ services.  
 
What is covered under Trademarks 
A . A trademark is a mark used in relation to goods or services so as to indicate a connection in 
the course of trade between the goods or services and some person having the right as 
proprietor to use the mark. 
 
What are legal requirements for registration of Trademark in India 
A . The legal requirements to register a trade mark under the Legislation are: 
The selected mark should be capable of being represented graphically (that is in the paper 
form).  
It should be capable of distinguishing the goods or services of one undertaking from those of 
others.  
It should be used or proposed to be used mark in relation to goods or services for the purpose 
of indicating or so as to indicate a connection in the course of trade between the goods or 
services and some person have the right to use the mark with or without identity of that 
person.  
 
How to select a Trademark 
A. If it is a word it should be easy to speak, spell and remember. The best trade marks are 
invented words or coined words. Please avoid selection of a geographical name. No one can 
have monopoly right on it. Avoid adopting laudatory word or words that describe the quality of 
goods (such as best, perfect, super etc) It is advisable to conduct a market survey and a search 
at Trademark office to ascertain if same/similar mark is used in market.  
 
 How does the trade mark registration system operate 
A Under the Trademarks Act; Goods and Services have been classified into 42 different classes 
and the applicant will have to ascertain as to which of the classes their goods fall under. 



 
 What is the classification of the goods adopted in India 
A . Goods and services are classified according to the 7th Edition of International Classification 
of goods and services (Nice Classification), which is adopted in India. This is reflected  schedule 
IV of the trademark Rules wherein it provides a summary of list of such goods and services 
falling in different classes, this is merely indicative. The Registrar is the final authority in the 
determination of the class in which particular goods or services fall.  
 
What are the types of Trademarks that can be registered  
A. Under the Indian trademark law the following are the types of trademarks that can be 
registered: 
Product trademarks: are those that are affixed to identify goods.  
Service trademarks: are used to identify the services of an entity. 
Collective trademarks: are registered in the name of groups, associations or other 
organizations for the use of members of the group in their commercial activities to indicate 
their membership of the group. 
Certification trademarks: are those that are capable of distinguishing the goods or services in 
connection with which it is used in the course of trade and which are certified by the proprietor 
with regard to their origin, material, and the method of manufacture, the quality or other 
specific features. Certification trade marks guarantee that the goods or services that use the 
mark have been certified by to have been made of a particular material, method of 
manufacture, quality, accuracy or origin. This can be owned by individuals or a corporate 
body. Regulation governing the Certification would have to be logged with the Trade Mark 
Registry along with the application.  
 
Who can apply for a Trademark 
A. A person who claims to be the proprietor of the trademark can apply for the registration of 
its mark for goods as well services.. A person may apply for registration of a trade mark to the 
Trademark office under whose jurisdiction the principal place of the business of the applicant 
in India falls. .In case, the principal place of business is outside India, then the application can 
be filed in the Trademark office under whose jurisdiction the office of the lawyer appointed by 
you is located. .In case of a company about to be formed, anyone may apply in his name for 
subsequent assignment of the registration in the company's favor..Before making an 
application for registration it is prudent to conduct a trademark search in the Trademark office 
in context of the already registered trademarks to ensure that registration may not be denied in 
view of resemblance of the proposed mark to an existing one or prohibited one. 
 
What are different Types of Trademarks available for adoption 
A . Any name (including personal or surname of the applicant or predecessor in business or 
the signature of the person), which is not unusual for trade to adopt as a mark.  
An invented word or any arbitrary dictionary word or words, not being directly descriptive of 
the character or quality of the goods/service.  
Letters or numerals or any combination thereof.  
The right to proprietorship of a trade mark may be acquired by either registration under the 
Legislation or by use in relation to particular goods or service.  
Devices, including fancy devices or symbols  
Monograms  
Combination of colors or even a single color in combination with a word or device  
Shape of goods or their packaging  
Marks constituting a 3- dimensional sign.  
Sound marks when represented in conventional notation or described in words by being 
graphically represented.  
 
Can I apply for a design/ logo registration for same goods and services in black and white 
as well in color 



A. Yes. You can do so in one application as India recognizes the system of series application. 
 
Is sound or smell registrable as a mark, how are these marks specified 
A. Yes, sounds or smells are registrable as a mark. They should be capable of being reproduced 
graphically and should be distinctive. 
Sound - musical notations along with the sound recording 
Smell - chemical formula along with the sample. 
 
For a trade mark to be registrable, should the mark be used 
A. No, for a trade mark to be registrable it is not necessary that the trade mark must have been 
in actual use. Even the marks that are proposed to be used can be registered.  
 
Is a statement of use of a trade mark required at the time of filing an application for 
registration 
A. Yes, a statement of use of a trade mark is required at the time of filing if being used else at 
the time of filing the trade mark application, “intent to use” the trade mark is sufficient.  
 
Who can use a Trademark 
A. The right to use a mark can be exercised either by the registered proprietor or a registered 
user.  
 
Who can use symbol  ® in India  
A. Only the proprietor of a trademark whose trademark has been registered in India can use 
the symbol ® in India. Using the symbol ® unless your mark has been registered in India is 
unlawful. 
 
Q. When can the symbol ™ be used in India  
Using this symbol with your trademark simply implies that you claim to be the proprietor of 
the trademark. There is no prohibition on the use of the symbol ™ in India. 
 
What are the benefits of Trademark registration  
A. The registration of a trade mark confers upon the owner the exclusive right to the use of the 
registered trade mark and indicates so by using the symbol (R) in relation to the goods or 
services in respect of which the mark is registered and seek the relief of infringement in 
appropriate courts in the country. The exclusive right is however subject to any conditions 
entered on the register such as limitation of area of use etc. Also, where two or more persons 
have registered identical or nearly similar mark due to special circumstances such exclusive 
right does not operate against each other. 
 
Are there any grounds for refusal of registration of trade marks 
A. Under the Trademarks Act, there are 2 grounds for refusal of registration of trade marks:  
(a) Absolute ground for refusal of registration of trade mark: marks that are devoid of any 
distinctive character which in the trade serve to designate the kind, quality, quantity and 
geographical origin will not be registered. However, if it can be proved that these marks have 
acquired a distinctive character prior to application by long continuous and uninterrupted use 
of the mark; marks will also not be registered if they are likely to deceive public or confusion. If 
the mark comprises scandalous or obscene matter or if the mark is likely to offend the religious 
sensibilities of the people the same cannot be registered. In addition, if the mark registration is 
prohibited under the Emblems and Names (Prevention of Improper Use) Act, it will not be 
registered. Normally, if the shape of the goods is necessary to obtain a technical result or the 
shape that adds substantial value to the goods it will not be registered. 
(b) Relative ground for refusal of registration of trade mark: when the proposed mark for 
registration is in conflict with the identity of an earlier registered trade mark in respect of the 
same or similar goods or services or if it conflicts with the internationally well-known trade 
mark even if it is not registered in India.  



 
What is the duration of a Trademark in India 
A . Term of registration of a trademark is ten years, which may be renewed for a further period 
of ten years on payment of prescribed renewal fees.  
Non-user of a registered trademark for a continuous period of five years is a ground for 
cancellation of registration of such trademark at the behest of any aggrieved party.  
 
How long is the term of trade mark right (registration) 
A. The trade mark right can be perpetual (provided it is renewed after every 10 years).  
Renewal must be applied for in Form 12 along with a prescribed fee  
 
Is a renewal petition (application) examined  
A .Yes, usually the examination includes whether the renewal application is in time, the same 
is filed along with the prescribed fees and the same is filed by the proprietor of the mark on 
record.  
 
Is the trade mark holder supposed to use his registered trade mark 
A. Yes, the trade mark holder is supposed to use his registered trade mark. But if the Law 
prohibits the employment of the mark in Indian market by the Registered Owner, in such a 
case, the non-use of the mark by the owner can be condoned.  
 
Is there any cancellation system on the ground of non-use of a registered mark 
A. Yes, there is a cancellation system on the ground of non-use of a registered mark or 
fraudulent obtaining of the trade mark by filing petition for rectification of the trade mark 
under Section 92 of the Trademarks Act.  
 
How many years of non-use does causes cancellation 
A. 5 years of non use causes cancellation.   
 
Procedure adopted by the Trade Mark Registry for completing the process of registration 
of a mark  
A . The Trade Mark Office requires that an application for registration must be made in Form 1 
in triplicate along with a prescribed fee per application per class. Form 1 should be 
accompanied by five representations of the brand in the prescribed manner.  
 
On receipt of the Application, the Trade Mark Registry will issue an Examination Report and 
the Applicant will have to comply with the requirements of the report within a month of 
receiving the report.  
 
On being compliant of these requirements, the mark will be advertised in the Trade Mark Office 
Journal prior to the acceptance. If there is no opposition, the mark will proceed towards 
acceptance. 
 
What does the register of Trademark contain  
A. The register of trade mark currently maintained in electronic form contains inter alia the 
trade mark the class and goods/ services in respect of which it is registered including 
particulars affecting the scope of registration of rights conferred or disclaimers, if any; the 
address of the proprietors; particulars of trade or other description of the proprietor; the 
convention application date (if applicable); where a trade mark has been registered with the 
consent of proprietor of an earlier mark or earlier rights, that fact. 
 
Can any correction be made in the application or the register of Trademarks 
A. Yes. But the basic principle is that the trade mark applied for should not be substantially 
altered affecting its identity. Subject to this changes are permissible according to rules detailed 
in the subordinate legislation. 



 
Is there any opposition system for third parties 
Yes, there is an opposition system for third parties wherein within three months after the 
publication of the mark in the Trade Marks Journal and from the date of publication (the same 
being extendable by another one month). Soon after the receipt of Notice of Opposition, the 
Applicant for Registration must file Counter Statement against Opposition. There after, the 
Opponent will be allowed to file Evidence in Support of Opposition. The Applicant would also be 
given an opportunity to rebut the Evidence filed by the Opponent. If the Applicant fails to lodge 
the Counter Statement against the Opposition, then the Application will be deemed to be 
abandoned.  
 
Can a registered Trademark be removed from the register  
A. It can be removed on application to the Registrar on prescribed form on the ground that the 
mark is wrongly remaining on the register. The Registrar also can suo moto issue Notice for 
removal of a registered trade mark. Non use of a registered trademark for continuous period of 
5 years is also a ground of removal.  
 
What recourse I have if a competitor has already registered my mark in India  
A. The Indian trademark law provides for invalidation proceedings and you have the right to 
initiate a cancellation action should a competitor have registered your trademark in India. You 
also have the right to initiate either a civil or a criminal action against any party that is 
violating your mark in India. 
 
Remedies for infringement of Trademark in India and Passing Off a mark 
A. Registration of a trade mark is not compulsory. However, the Registration of the trade mark 
establishes that the registered owner is the proprietor of the mark covered by the registration.  
Although registration of trademark is prima facie an evidence of validity of a trademark, yet the 
registration can not upstage a prior consistent user of trademark, for the rule is ‘priority in 
adoption prevails over priority in registration`.  
In the case unregistered yet well known brands, the owner of the brand can initiate a passing 
off action. 
These remedies are: 
An action for infringement' in case of a registered trademark; and  
An action for passing off' in the case of an unregistered trademark  
 
While former is a statutory remedy, the latter is a common law remedy. In an action involving 
infringement or passing off, a court may grant relief of injunction and/or monetary 
compensation for damages for loss of business and/or confiscation/destruction of infringing 
labels and tags etc.  
 
Differences between Passing Off action and trade mark infringement are given as under: 
Trade Mark Infringement Passing Off 
Mere possibility of confusion is enough for 
getting interim and final relief. 

Actual deception has to be proved for any 
relief. 

Trade Mark infringement is actionable per se 
and the Registered Owner need not prove 
specific monetary damage because of the 
infringement.  

In a Passing Off case, the owner of the 
unregistered brand has to prove actual 
damage because of the wrongful adoption. 
 

Trade Mark registration is prima facie proof of 
ownership of the mark. 

In a Passing off case, the Plaintiff has to lead 
evidence showing long uninterrupted use of 
the brand and the fact that the infringer 
adopted the mark knowing the goodwill of the 
Plaintiff’s mark 

Registered owner can initiate proceedings Passing Off case can only be initiated in a 



within the Jurisdiction of a Court where the 
Owner / Plaintiff reside or carry on business. 

place where the Defendant resides or carries 
on business or where any part of the cause of 
action arose. 
 

 
 
Are there Penalty prescribed under criminal laws for infringement of a Trademark in 
India  
A. Yes there exists penalties of fine and imprisonment.  
 
Can a Registered Trade mark be amended at a later date 
A. Yes, the filed mark is allowed to be amended as per the provision of Section 22 of the 
Trademarks Act, which allows the amendment of the mark provided it does not amount to a 
substantial change in the character of the mark as such. It is practice of the Registrar of Trade 
Marks that if the mark applied as a label mark, any superficial or insignificant character or 
feature of the said mark, is allowed to be amended, if a request filed in the prescribed format 
 
Subsequent changes in ownership or right to use of the mark be notified to the Registry 
A. Trade Marks can be either assigned in full of transmitted in part. All transmissions or 
assignments must be registered with the Registrar of Trade Marks on Form 23 or 24 of the 
Trade Marks. Under the Act there is a classification if the owners delay the registration of the 
transmission or assignment, the Applicants will have to increased registration fee. The Trade 
Mark Rules make a classification between assignment of a trade mark with goodwill and 
assignment of a trade mark without goodwill. In case of Assignment without goodwill the 
Registry would insist on Advertisement in Newspapers and permit assignment only after 
ensuring that interest of the third party would not be affected.  
 
As a foreign investor how can I register my Trademark in India 
A. International  Registration of marks - Madrid Agreement Concerning the International 
Registration of Marks 
Madrid system for the international registration of marks (Madrid Protocol system) is the 
primary international system for facilitating the registration of trademarks in multiple 
jurisdictions around the world. Its legal basis is the multilateral treaty Madrid Agreement 
Concerning the International Registration of Marks of 1981, as well as the Protocol Relating to 
the Madrid Agreement (1989). These treaties are administered by The International Bureau 
(“IB”) of the World Intellectual Property Organisation (WIPO) in Geneva, Switzerland. 
It basically provides for the international registration of trade marks by way of one application 
that can cover more than one country. The opportunity of having a single registration to cover 
a wide range of countries gives advantages, both in terms of portfolio management and cost 
savings, as opposed to a portfolio of independent national registrations. 
Madrid Protocol for the International Registration of Trademarks coming into force on the July 
8, 2013. 
 
Benefits for filing Trademark Application through the Madrid System: 
• Filing of single Application in one language together with a single set of fees to protect 
trademarks in over 90 countries. Negates the need for filing application in multiple countries. 
• One can choose the Countries where your Trade Mark is required to be registered. 
• After the trademark has been registered through the Madrid system in certain select 
countries, one can also further extend the geographical scope to additional Countries (which 
are also party to the Madrid System) in a quick, simple and cost-effective manner. 
• Date of expiry is common for all the territories and renewal of trademark becomes 
trouble-free as one would be filing only one Application for renewing the marks in various 
territories. 
• Cost-Effective when it comes to renewals, assignments and making changes in contact 
information. 



• Time saving, as there would be less delay encountered, due to the use of a single 
administration. 
 
The procedure under the Madrid System is uncomplicated and very simple. Procedure in a 
Nutshell- Once an application is filed with the Office of Origin under the Madrid System, the 
Office of Origin forwards the application to the International Bureau and the International 
Bureau checks if the international application complies with formal requirements. If it does, 
the International Bureau records the mark in the International Register. It informs the Office of 
Origin and also sends a certificate of the international registration to the holder of the mark or 
to his recorded representative. It also notifies the Trademark office in the designated Countries 
where one wants a mark to be registered. The trademark offices in that Country would then 
examine the mark under its relevant trademark law and decide on the application. The status 
of an international application can also be checked by using the WIPO database. This database 
is updated daily and is available free-of charge. 
 
What are the sources of Trademark interpretation 
A. (1) The national statute i.e., the Trade Marks Act,1999 and rules made there under   
(2) International multilateral convention.  
(3) National bilateral treaty.  
(4) Regional treaty.  
(5) Decision of the courts.  
(6) Office practice and rulings  
(7) Decision of Intellectual Property Appellate Board.  
(8) Text books written by academician and professional experts.  
 
Advice to foreign applicants who are interested in protecting their mark in India 
A. Indian Law has been harmonized and the same have now become TRIPS compliant. Further, 
the Indian Law now protects a well-known and famous mark irrespective of the facts as to 
whether the same is used and/or registered in India. Moreover, it also provides for claiming 
priority based upon an earlier application made in a convention country.  
 
What are the formalities for major Trademark applications for filing 
A. For filing new applications there are prescribed forms depending on the nature of 
application such as Form TM-1, TM-2, TM-3, TM-8, and TM-51 etc. 
To file a Notice of Opposition to oppose an application published in the Trade Marks Journal 
(FormTM-5). 
For Renewal of a Regd. trademark (Form TM-12 ). 
Surcharge for belated renewal (Form -10) 
Restoration of removed mark (Form TM-13) 
Application for rectification of a registered trade mark (Form TM-26) 
Legal Certificate (Form TM-46)  
(Providing details of entries in the Register) 
Official search request (Form TM-54). 
Preliminary advice of the Registrar as to the registrability of a mark (Form TM-55). 
Copyright search request and issuance of certificate (Form TM-60)   
 
What purpose the Trademark system serves 
A. It identifies the actual physical origin of goods and services. The brand itself is the seal of 
authenticity.  
It guarantees the identity of the origin of goods and services.  
It stimulates further purchase.  
It serves as a badge of loyalty and affiliation.  
It may enable consumer to make a life style or fashion statement.  
 
 



Who benefits from Trademark registration  
A. The Registered Proprietor: The Registered Proprietor of a trade mark can stop other traders 
from unlawfully using his trade mark, sue for damages and secure destruction of infringing 
goods and or labels. 
The Purchaser and ultimately Consumers of trademarks goods and services. 
The Government: The Trademarks Registry is expected to earn substantial annual revenue, 
which is perpetually on the rise. 
 
 
Misc 
An opinion from the Registrar regarding the registerability of the marks 
Vide Form 55 and payment of an official prescribed fee one can get an opinion from the 
registrar as to the distinctiveness of the proposed mark by mentioning the mark as well as the 
goods or services with which the marks are proposed to be used.  
 
Search  in respect of the same type of goods 
Yes, it is possible to make a request for search.  
.  
 
What if the Applicant doesn’t respond to the First Examination Report within the 
stipulated time 
It is imperative that the Applicant must respond to the requirements of the Examination Report 
within 30 days. If the Applicant either does not respond to the Examination Report or fail to 
comply with the requirements of the Report, the Application shall be deemed to be abandoned. 
In such a case, the Applicant does not have a right of Appeal any where. However, the 
Applicant can file a Writ Petition.  
 
What are the ways to overcome the objection raised in the Examiners Report 
The Applicant can produce evidence to the Examiner that the mark had over a period of time 
acquired distinctiveness and the consumers associate the brand only with the Applicant and 
none else. For this purpose, the Applicant can file an Affidavit along with evidence to show the 
amount of money spent on advertisements, produce publicity brochures and the other hand 
bills to popularize the brand.  
 
What if the Examiner rejects the Application even after the Applicant had responded to 
the objection in the first examination report? Will the Applicant be heard before the 
rejection 
There is no automatic right of hearing before rejection of a trade mark Application. If the 
Applicant is so particular, the Applicant has to request for hearing while responding to the first 
examination report.  
Despite the hearing and the response given by the Applicant or in pursuant of an opposition 
logged by a third party, if the Trade Mark Registry rejects the Application the aggrieved 
Applicant can file an Appeal to the Intellectual Property Appellate Tribunal within 90 days of 
the receipt of the order.  
 


